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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Note: Claim 9 depends from claim 3 which has been canceled by the applicant. Therefore, 
claim 9 is assumed to be depended from claim 1 . Correction is required in response to the 
present Office action. 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 1, 5 5 and 7-10 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Claim 1 recites the newly included subject matter "the feed slot extending 
axially and radially inwardly from the bearing inner surface." It appears that such configuration 
is neither shown in the drawings nor disclosed in the specification as originally filed. The inner 
surface of the bearing appears to be smooth and does not contain any protruding slot extending 
therefrom. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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4. Claims 1, 5, and 7-10 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation "the pressure lube feed port" in lines 19-20. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1, 5, 7-10, and 29 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Edison, U.S. Patent 1,013,869. 

Edison shows, in Figs. 1 and 2, a lubricant circulation system and a lubricant circulation 
method for a shaft that rotates in a bearing, the system and the method comprising; 

providing a bearing 3 having an inner surface and being disposed on the shaft 8 so as to 
define a clearance between the shaft outer surface and the bearing inner surface (inherent); 

providing an oil ring 7 configured to draw lubricant from a lubricant source 1 8 and to 
deliver the lubricant to the clearance; 

providing an oil ring slot (between the right side bearing and the left side bearing) formed 
in the bearing for accommodating the ring, a portion of the oil ring extending through the slot in 
contact with the shaft; 
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providing and a conduit 1 7 connected to the clearance for receiving lubricant from the 
clearance and delivering the lubricant back to the lubricant source, the conduit having an outlet 
disposeable within the lubricant source such that the conduit delivers the lubricant from the 
clearance to a lower portion of the lubricant source; 

providing a radially extending port 16 formed through the bearing and connecting the 
clearance and the conduit; 

providing a lubricant feed slot 15 formed in the bearing for collecting a portion of the 
lubricant drawn from the lubricant source, the feed slot extending axially and radially inwardly 
from the bearing inner surface so as to be fluidly connected with an axial section of the 
clearance, the feed slot extending generally axially from the oil ring slot and being angularly 
spaced from the pressure lube feed port such that a portion of a circulation path extends from the 
oil ring axially through the feed slot, circumferentially through the clearance, and through the 
port to the conduit; 

wherein the lubricant in the clearance is transferred to the conduit by the pressure 
differential between the clearance and the conduit; wherein a portion of the lubricant drawn from 
the lubricant source follows a closed-loop circulation path; wherein the closed-loop circulation 
path is defined from the lubricant source, to the oil ring, through the clearance, through the 
conduit, and back to the lubricant source; and wherein the lubricant source is an oil sump. 

Response to Arguments 

7. In response to the applicant's argument that Edison fails to show the "conduit having an 
outlet disposeable within the lubricant source such that the conduit delivers the lubricant from 
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the clearance to a lower portion of the lubricant source," it is the Examiner's view that such 
configuration is anticipated by Edison. The language "disposeable" is considered a functional 
language and therefore is not given patentable weight. However, even if the functional language 
is given the patentable weight, Edison shows that the outlet of the conduit 17 is disposeable 
within the lubricant source (the sump 1 8) and configured to deliver the lubricant to the lower 
portion of the sump. It is reminded that the lubricant source is not interpreted to be the liquid a, 
but the reservoir or sump 18. 

8. In response to the applicant's argument that Edison fails to show the "feed slot extending 
axially and radially inwardly from the bearing inner surface," it is the Examiner's view that such 
configuration is considered a new matter as discussed above. 

9. In response to the applicant's argument regarding the subject matter of a "closed-loop" 
and a "open-loop", it is Examiner's view that the circulation as disclosed by Edison is a "closed- 
loop". It is not clear what the applicant's argument is regarding the type of circulation. Is the 
closed-loop must have some sort of "closed" passage in order to be considered a "closed-loop". 
Or does the lubricant must not have some sort of "break" in order to be considered a "closed- 
loop". As far as the circulation is concerned, it is the Examiner's view that the circulation as 
disclosed by Edison is "closed-loop" in the sense that the lubricant in the sump 18 is 
continuously circulated via the ring, the clearance, and the outlet. 
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Conclusion 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chong H. Kim whose telephone number is (571) 272-7108. The 
examiner can normally be reached on Monday - Friday; 9:00 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Cottingham can be reached on (571) 272-7079. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/726,880 



Page 7 



Art Unit: 2167 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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